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DETAILED ACTION 

1. Claims 1-22 are presented for examination; claims 1 and 14 independent. 

2. In view of the Appeal brief filed on October 31 , 2005, PROSECUTION IS 
HEREBY REOPENED. A new rejection is set forth below. 

To avoid abandonment of the application, appellant must exercise one of the 
following two options: 

(1) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a reply 
under 37 CFR 1.113 (if this Office action is final); or, 

(2) initiate a new appeal by filing a notice of appeal under 37 CFR 41 .31 followed 
by an appeal brief under 37 CFR 41 .37. The previously paid notice of appeal fee and 
appeal brief fee can be applied to the new appeal. If, however, the appeal fees set forth 
in 37 CFR 41.20 have been increased since they were previously paid, then appellant 
must pay the difference between the increased fees and the amount previously paid. 

A Supervisory Patent Examiner (SPE) has approved of reopening prosecution by 
signing below: 

Claim Rejections - 35 USC § 103 

3. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 
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4. Claims 1,2, 4-8, 13-17, and 21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over McMillan (USPN 6,789,108) in view of Wang et al. (USPN 6,314,454) 
(cited in prior actions as pertinent art) (hereinafter Wang). 

5. Referring to claim 1 , McMillan discloses a method for transmitting a document file 
describing a document from a sender computer 25 to a receiver computer 25 via a 
computer network 16 linking the sender computer and the receiver computer to a server 
computer 12-15, wherein the sender computer is operated by a sender, wherein the 
receiver computer is operated by a receiver, the method comprising the steps of: 

a. transmitting the document file from the sender computer to the server 
computer via the computer network (Figure 10, 321; col. 8, lines 3-16); 

b. transmitting the document file (i.e. email) from the server computer to the 
receiver computer via the computer network (Figure 11, 330; col. 8, lines 17-48); 

c. providing viewer software (col. 3, lines 45-60; col. 4, lines 55-59) executed 
by the receiver computer for generating a display of an image of the document 
(i.e. flash file or the like) described by the document file (i.e. email) when 
received by the receiver computer (col. 7, line 58 to col. 8, line 2), and for 
thereafter returning verification data to the server computer via the computer 
network verifying that the receiver computer has successfully displayed the 
document image (Figure 12, 340; col. 8, line 49 to col. 9, line 52). 

McMillan does not specifically disclose that the receiver computer automatically 
returns verification data to the server computer. In analogous art, Wang discloses 
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another method for transmitting a document file (i.e. email) which discloses 
automatically returning verification data to the server computer that the receiver 
computer has successfully displayed the document image (i.e. as shown in Figure 9, 
numerous actions by recipients are shown, including "opened" and a timestamp of the 
action, an inherent feature of opening an email is that it is successfully viewed, 
furthermore in order to reply or save an email it also must be viewed). It would have 
been obvious to one of ordinary skill in the art to combine the teaching of Wang with 
McMillan in order to allow the use of certified email messages in McMillan to allow the 
users to receive notification of the action taken upon the previously transmitted email 
messages by the recipients of the messages as supported by Wang (col. 3, lines 5-10). 

6. Referring to claim 2, McMillan discloses further comprising the steps of: 

d. storing log data (i.e. tracking software) on the server computer indicating 
when the receiver computer returned the verification data to the server computer 
(Figure 13, 410; col. 9, line 15-52); and 

e. providing the sender computer with access to the log data via the 
computer network (col. 10, lines 38-54). 

7. Referring to claim 4, McMillan discloses further comprising the steps of: 

d. transmitting a publish request from the sender computer to the server 
computer wherein the publish request identifies the receiver computer (col. 8, 
lines 3-16); and 
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e. prior to step b, transmitting an email message generated by the sender 
from the server computer to the receiver computer identified in the publish 
request, wherein the email message references the document file (col. 8, lines 3- 
16). 

8. Referring to claim 5, McMillan discloses further comprising the steps of: 

f. prior to step e, storing the document file in the server computer and 
assigning a network address to the document file stored on the server computer 
(it is an inherent feature that whenever a file is stored onto a computer, it is 
assigned a unique file address, otherwise there will be no way in accessing the 
file) (col. 7, lines 3-27), wherein the email message transmitted at step e includes 
a reference to the assigned network address (col. 7, lines 59-67). 

9. Referring to claim 6, McMillan discloses the reference to the assigned network 
address is a hypertext link included in the email message (i.e. a standard email 
message) (col. 7, lines 59-67). 

10. Claim 7 is rejected for similar reasons as stated above. 

1 1 . Referring to claim 8, McMillan discloses wherein step b comprises the sub-steps 
of: 



Application/Control Number: 09/974,624 Page 6 

Art Unit: 2143 

b1 . verifying that the receiver is signed on to the server computer (i.e. 
password and username to the email account (Figure 13, 410; col. 9, lines 15-53, 
parameters i and j); and 

b2. thereafter transmitting the document file from the server computer to the 
receiver computer via the computer network (col. 8, lines 17-48). 

12. Referring to claim 13, McMillan discloses the receiver computer returns the 
verification data to the server computer as an encoded network address (col. 9, lines 
15-52). 

13. Claims 14-17, and 21 are rejected for similar reasons as stated above. 

Claims 9, 10, and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over McMillan in view of Wang in view of Ohashi (USPN 6,209,030). 

14. Referring to claim 9, McMillan discloses the invention substantively as described 
in claim 1. McMillan in view of Wang further discloses transmitting a publish request 
from the sender computer to the server computer, wherein the publish request identifies 
the receiver computer, and transmitting the document file from the sender computer to 
the server computer via the computer network (see claims above). McMillan in view of 
Wang does not specifically disclose the publish request indicated that the receiver 
computer is to be prevented form printing the document file. In analogous art, Ohashi 
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discloses another method of transmitting document files from a sender to a receiver 
wherein the publish request (i.e. tag information) is that the receiver computer is to be 
prevented from printing the document file (e.g. abstract). It would be obvious to a 
person of ordinary skill in the art at the time the invention was made to combine the 
teaching of Ohashi with McMillan and Wang since McMillan discloses that other 
encapsulation packages can be used (wherein the term "encapsulation" is taken as 
bundling the information for distribution in various entities) (col. 4, lines 45-48). This 
would lead one of ordinary skill in the art to search for other encapsulation means which 
would lead one to Ohashi and a secure encapsulation of HTML files such that hard 
copying of files is denied, thereby reducing the tendencies of unauthorized users 
obtaining classified or internal information as supported by Ohashi (col. 2, lines 10-18). 

15. Referring to claim 10, McMillan in view of Wang discloses the invention 
substantively as described in claim 9. McMillan in view of Wang further discloses 
transmitting the document file from the server computer to the receiver computer via the 
computer network (see claim rejections above). McMillan in view of Wang does not 
specifically disclose preventing the receiver computer from printing the document file. 
In analogous art, Ohashi discloses another method of transmitting document files from a 
sender to a receiver which prevents the receiver computer from printing the document 
file (e.g. abstract). It would be obvious to a person of ordinary skill in the art at the time 
the invention was made to combine the teaching of Ohashi with McMillan and Wang 
since McMillan discloses that other encapsulation packages can be used (col. 4, lines 
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45-48). This would lead one of ordinary skill in the art to search for other encapsulation 
means which would lead one to Ohashi and a secure encapsulation of HTML files such 
that hard copying of files is denied, thereby reducing the tendencies of unauthorized 
users obtaining classified or internal information as supported by Ohashi (col. 2, lines 
10-18). 

16. Claim 20 is rejected for similar reasons as stated above. 

Claims 11, 12, 18, and 19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over McMillan in view of Wang in view of Kurokawa (USPN 6,237,099). 

17. Referring to claim 1 1 , McMillan in view of Wang discloses the invention 
substantively as described in claim 1. McMillan in view of Wang does not specifically 
disclose assigning a password to the document and transmitting the password to the 
server computer. In analogous art, Kurokawa discloses another method of transmitting 
document files from a sender to a receiver wherein the sender assigns a password to 
the document and transmitting the password to the server computer (Figure 3, 52, 53; 
col. 2, lines 15-23). It would be obvious to a person of ordinary skill in the art at the time 
the invention was made to combine the teaching of Kurokawa with McMillan and Wang 
in order to provide secure access to files and to prevent unauthorized access to 
documents, which is a well known security issue in computer networking. 
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18. Referring to claim 12, McMillan in view of Wang discloses the invention 
substantively as described in claim 1. McMillan in view of Wang does not specifically 
disclose providing a document password entry form to the receiver computer, entering a 
second password into the form to the server computer, and transmitting the document 
file from the server to the receiver when the second password matches the first 
password. In analogous art, Kurokawa discloses another method of transmitting 
document files from a sender to a receiver providing a document password entry form to 
the receiver computer, entering a second password into the form to the server 
computer, and transmitting the document file from the server to the receiver when the 
second password matches the first password (Figure 8, 90-95; col. 6, lines 31-58). It 
would be obvious to a person of ordinary skill in the art at the time the invention was 
made to combine the teaching of Kurokawa with McMillan and Wang in order to provide 
secure access to files and to prevent unauthorized access to documents, which is a well 
known security issue in computer networking. 

19. Claims 18-19 are rejected for similar reasons as stated above. 

Claims 3 and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
McMillan in view of Wang in view of Day et al. (USPN 6,243,722) (hereinafter Day). 

20. Referring to claim 3, McMillan in view of Wang discloses the invention 
substantively as described in claim 1. McMillan in view of Wang does not specifically 
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disclose transmitting a comment file containing comments generated by the receiver 
form the receiver computer to the server computer, storing the comment file on the 
server computer, and providing the sender computer with access to the comment file. 
In analogous art, Day discloses another method of transmitting document files from a 
sender to a receiver which transmits a comment file containing comments generated by 
the receiver form the receiver computer to the server computer, storing the comment file 
on the server computer, and providing the sender computer with access to the comment 
file (Figure 7, 150; Figure 8, 162; col. 8, line 5 to col. 9, line 24). It would be obvious to 
a person of ordinary skill in the art at the time the invention was made to combine the 
teaching of Day with McMillan and Wang in order to collectively develop and modify 
networked-based documents, thereby reducing production time and increasing 
feedback upon the document. 

21 . Claim 22 is rejected for similar reasons as stated above. 

Response to Arguments 

22. Applicant's arguments presented in the appeal brief have been fully considered 
but they are moot in view of the new grounds of rejection. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joseph E. Avellino whose telephone number is (571) 
272-3905. The examiner can normally be reached on Monday-Friday 7:00-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David A. Wiley can be reached on (571) 272-3923. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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